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AGENCY: United States Patent and
Trademark Office, Commerce.
ACTION: Notice of Proposed Rulemaking.

SUMMARY: The United States Patent and
Trademark Office (“USPTO” or
“Office”) proposes to amend the
Trademark Rules of Practice
(““Trademark Rules” or “Rules”), in
particular the rules pertinent to practice
before the Trademark Trial and Appeal
Board (‘“Board”), to benefit the public
by providing for more efficiency and
clarity in inter partes and ex parte
proceedings. Certain amendments are
being proposed to reduce the burden on
the parties, to conform the rules to
current practice, to update references
that have changed, to reflect technologic
changes, and to ensure the usage of
standard, current terminology. The
proposed rules will also further strategic
objectives of the Office to increase the
end-to-end electronic processing.
DATES: Comments must be received by
June 3, 2016 to ensure consideration.
ADDRESSES: The Office prefers that
comments be submitted via electronic
mail message to TTABFRNotices@
uspto.gov. Written comments also may
be submitted by mail to Trademark Trial
and Appeal Board, P.O. Box 1451,
Alexandria, VA 22313-1451, attention
Cheryl Butler; by hand delivery to the
Trademark Assistance Center,
Concourse Level, James Madison
Building-East Wing, 600 Dulany Street,
Alexandria, Virginia, attention Cheryl
Butler; or by electronic mail message via
the Federal eRulemaking Portal. See the
Federal eRulemaking Portal Web site,
http://www.regulations.gov, for
additional instructions on providing
comments via the Federal eRulemaking
Portal. Written comments will be
available for public inspection on the
Office’s Web site at http://
www.uspto.gov, on the Federal
eRulemaking Portal, and at the
Trademark Assistance Center,
Concourse Level, James Madison
Building-East Wing, 600 Dulany Street,
Alexandria, Virginia.

FOR FURTHER INFORMATION CONTACT:
Cheryl Butler, Trademark Trial and
Appeal Board, by email at

TTABFRNotices@uspto.gov, or by
telephone at (571) 272—4259.

SUPPLEMENTARY INFORMATION:

Executive Summary: Purpose: The
proposed amendments to the rules
emphasize the efficiency of electronic
filing, which is already utilized by most
parties in Board proceedings. In
particular, it is proposed that all
submissions will be filed through the
Board’s online filing system, the
Electronic System for Trademark Trials
and Appeals (“ESTTA”) (available at
http://www.uspto.gov), except in certain
limited circumstances.

To simplify proceedings, the Office
proposes to resume service
requirements for notices of opposition,
petitions for cancellation, and
concurrent use proceedings, and
proposes to require parties to serve all
other submissions and papers by email.
The proposed amended rules promote
other efficiencies in proceedings, such
as imposing discovery limitations, and
allowing parties to take testimony by
affidavit or declaration, with the option
for oral cross-examination. It is being
proposed that the proportionality
requirement implemented in the 2015
amendments to the Federal Rules of
Civil Procedure be expressly
incorporated into the Board’s proposed
amended rules, which in-part adapt to
recent changes to the Federal Rules of
Civil Procedure, while taking into
account the administrative nature of
Board proceedings.

Other proposed amended rules
address the Board’s standard protective
order and codify recent case law,
including the submission of internet
materials. Recognition of remote
attendance at oral hearings is proposed
to be codified, and new requirements for
notification to the Office and the Board
when review by way of civil action is
taken are proposed in order to avoid
premature termination of a Board
proceeding. The proposed amendments
also make minor changes to correct or
update certain rules so that they clearly
reflect current Board practice and
terminology.

Costs and Benefits: This rulemaking is
not economically significant under
Executive Order 12866 (Sept. 30, 1993).

References below to “the Act,” “the
Trademark Act,” or “the statute” refer to
the Trademark Act of 1946, 15 U.S.C.
1051 et seq., as amended. References to
“TBMP” refer to the June 2015 edition
of the Trademark Trial and Appeal
Board Manual of Procedure.

Background

Reasons for Proposed Rule Changes

The last major set of rule changes at
the Board took effect in 2007; the time
is ripe for changes that will assist
stakeholders in achieving more efficient
practice before the Board. In the years
since 2007, technology changes have
allowed Board operations to move much
closer toward the goal of realizing a
fully integrated paperless filing and
docketing system. In addition, many
stakeholders have embraced use of the
Board’s Accelerated Case Resolution
(“ACR”) procedures, which has
provided the Board with insight as to
the effectiveness of the various
procedures to which users of ACR have
agreed, and which can be leveraged to
benefit all parties involved in Board
proceedings. The Federal Rules of Civil
Procedure have changed in ways that
are appropriate for codification into
Board rules at this time, and the Board
rules must be updated to reflect
precedential decisions of the Board and
the courts.

The revised rules would apply to
every pending case and every new case
commenced on or after the effective date
of the rulemaking. Any issues that may
arise concerning the transition to the
revised rules for cases pending as of the
effective date of the rules would be
addressed by the Board and the parties
on a case-by-case basis, allowing for
flexibility to respond to the unique
needs in each case, particularly with
respect to scheduling matters.

Electronic Filing

The Board’s electronic filing system,
ESTTA, came online in 2002. Since that
time electronic filings with the Board
have steadily increased. Today well
over 95 percent of filings are submitted
via ESTTA. In addition, during this
time, the Board has effectively
communicated with parties through
email for notices, orders, and decisions
when the party has provided an email
address, and since 2006, the Board
institution order has included a link to
the case file in TTABVUE, the Board’s
database of electronic case files. In view
of this trend, and to further streamline
proceedings, the proposed rules require
that all filings be made through ESTTA
and provide that the Board will send its
notices, orders, and decisions via email.
Eastern Time continues to control the
timeliness of filing dates.

ESTTA already requires plaintiffs
commencing a trial proceeding to select
relevant grounds for opposition and
cancellation, enhancing the accuracy of
notice pleading, and under the proposed
rules defendants would be required to
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inform the Board of any other related
proceeding that serves as, or in essence
could be viewed as, a counterclaim. In
addition, under the proposed rules
plaintiffs in a cancellation proceeding
would have to include the name and
address, including an email address, of
any attorney reasonably believed by the
plaintiff to be a possible representative
of the owner in matters regarding the
registration. Cancellation plaintiffs often
are privy to such information and have
traditionally provided it to the Board.
The proposed rules codify this practice;
the goal of this requirement is simply to
assist in locating current owners of
registrations, so that each cancellation
case will involve the real parties in
interest. To be clear, any attorney so
identified is not considered counsel of
record for the defendant until and
unless either a power of attorney is filed
or an appearance is made by the
attorney in the proceeding.

The proposed rules codify that any
notification of non-delivery of the
Board’s electronic notice of institution
may also prompt additional notice of
commencement of the case by
publication in the USPTO Official
Gazette. The Board would continue its
practice of using other appropriate and
available means to contact a party to
ensure the real party in interest is
notified of the proceeding. These
changes recognize and embrace the shift
by stakeholders from paper filing to
electronic filing.

The Board would continue to accept
paper filing of a notice of opposition or
petition for cancellation in the rare
circumstances when filing through
ESTTA is not possible; however, parties
attempting to commence a proceeding
through a paper filing would have to
concurrently file, to the attention of the
Board, a petition to the Director with a
showing that either ESTTA was
unavailable due to technical problems
or extraordinary circumstances are
present. This procedure for paper filing
would be required for all filings (e.g.,
motions, testimony, and notices of
reliance) with the Board.

In the event of more serious
circumstances that could affect the
Office’s filing systems, such as the
disruption of Office systems in
December 2015, the Board will be
flexible in making accommodation for
such an event.

Service and Electronic Communication

In 2007, the USPTO amended the
rules to require each plaintiff to serve
the complaint on the defendant. This
was a change from long-standing
practice where the Board served the
complaint on the defendant with the

notice of institution. The proposed rules
now shift the responsibility for serving
the complaint back to the Board.
However, in keeping with the progress
toward complete use of electronic
communication, the Board would not
forward a paper copy of the complaint
but rather would serve the complaint in
the form of a link to TTABVUE in the
notice of institution. In addition,
recognizing that the correspondence
address for a registered extension of
protection under the Madrid Protocol,
15 U.S.C. 1141i, is the international
registration holder’s designated
representative, the Board would forward
the notice of institution to the
registrant’s designated representative.

Under the 2007 rules, parties are
allowed (and encouraged) to stipulate to
electronic service between the parties
for all filings with the Board. Over the
last few years, this has become the
common practice, and the USPTO
proposes to codify that practice by
requiring service between parties by
email for all filings with the Board and
any other papers served on a party not
required to be filed with the Board (e.g.,
disclosures, discovery, etc.). The
proposed rules nonetheless allow for
parties to stipulate otherwise, to
accommodate other methods of
communication that may promote
convenience and expediency (for
example, a file hosting service that
provides cloud storage, delivery of a
USB drive, etc.). In addition, in the
event service by email is not possible
due to technical problems or
extraordinary circumstances, and there
is no stipulation to other methods, the
party would have to include a statement
with its submission or paper explaining
why service by email was not possible,
and the certificate of service would have
to reflect the manner in which service
was made. The statement is meant to
assist the Board in ascertaining whether
a repeating problem exists that may be
alleviated with Board guidance. The
statement is not intended to provide
fertile ground for motion practice. In
any event, methods of service of
discovery requests and responses and
document production remain subject to
the parties’ duty to cooperate under the
Federal Rules of Civil Procedure and the
Trademark Rules and are to be
discussed during the settlement and
discovery planning conference. Parties
may avail themselves of Board
participation in these conferences to
ensure the most expeditious manner of
service is achieved.

In view of service by email, the
additional five days previously added to
a prescribed period for response, to
account for mail delays, would be

removed. The response period for a
motion would be initiated by its service
date and would run for 20 days, except
that the response period for summary
judgment motions would remain 30
days. Similarly, no additional time
would be available for the service of
discovery responses.

Streamlining Discovery and Pretrial
Procedure

The proposed rules adopt
amendments to the Federal Rules of
Civil Procedure by codifying the
concept of “proportionality”” in
discovery. In addition, the proposed
rules codify the ability of parties to
stipulate to limit discovery by
shortening the period, limiting requests,
using reciprocal disclosures in lieu of
discovery, or eliminating discovery
altogether. To align further with the
Federal Rules, the proposed rules
explicitly include reference to
electronically stored information
(“EST”) and tangible things as subject
matter for discovery. The Board
continues to view the universe of ESI
within the context of its narrower scope
of jurisdiction, as compared to that of
the federal district courts. The burden
and expense of e-discovery will weigh
heavily in any consideration. See Frito-
Lay North America Inc. v. Princeton
Vanguard LLC, 100 USPQ2d 1904, 1909
(TTAB 2011). The inclusion of ESI in
the rule simply recognizes that many
relevant documents are now kept in
electronic form.

Under the proposed amendments,
motions to compel initial disclosures
must be filed within 30 days after the
deadline for initial disclosures.

The proposed rules limit the number
of requests for production of documents
and requests for admissions to 75, the
same as the current limitation on
interrogatories, and remove the option
to request additional interrogatories. In
addition, the proposed rules allow for
each party that has received produced
documents to serve one comprehensive
request for admission on the producing
party, whereby the producing party
would authenticate all produced
documents or specify which documents
cannot be authenticated. These
proposed limitations on discovery
simply recognize general practice and
are meant to curtail abuse and restrain
litigation expense for stakeholders. In
view of the Board’s narrow jurisdiction,
the need to move for additional requests
would be unlikely; however, the Office
can revisit this issue based on
comments from stakeholders.

Many commenced trial cases are
quickly settled, withdrawn, or decided
by default, and many others involve
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cooperative parties who engage in
useful settlement and discovery
planning conferences. For more
contentious cases, involvement of a
Board Interlocutory Attorney in the
conference is encouraged, and the
proposed rules codify the ability of the
Interlocutory Attorneys to sua sponte
participate in a discovery conference
when they consider it useful. In
addition, the circumstances under
which telephone conferences with
Interlocutory Attorneys can be sought
by a party or initiated by the
Interlocutory Attorney would be
broadened to encompass any
circumstances in which they “would be
beneficial.”

Under the proposed rule changes,
discovery must be served early enough
in the discovery period that responses
will be provided and all discovery will
be complete by the close of discovery.
This includes production of documents,
which would have to be produced or
inspected by the close of discovery.

Under the proposed rules, discovery
disputes would have to be resolved
promptly following the close of
discovery. The current deadline for
filing motions to compel is merely prior
to the commencement of the first trial
period. Under the proposed revisions,
however, motions to compel discovery
or to determine the sufficiency of
responses to requests for admissions
must be filed prior to the deadline for
the plaintiff’s pretrial disclosures for the
first testimony period. These revisions
are intended to avoid the expense and
uncertainty that arise when discovery
disputes erupt on the eve of trial. These
changes would also ensure that pretrial
disclosures would be made and trial
preparation would be engaged in only
after all discovery issues have been
resolved. In addition, the Board would
be able to reset the pretrial disclosure
deadline and testimony periods after
resolving any motions relating to
discovery and allowing time for
compliance with any orders requiring
additional responses or production.

Parties Woulljd also be subject to a
requirement to inform adverse parties
when prospective witnesses located
outside the United States are expected
to be present in the United States. This
obligation would continue through
discovery (as well as during trial if the
witness could be called to testify),
subject to the Board’s determination of
whether the party has been reasonable
in meeting this obligation.

In 2007, the rules were amended to
make the Board’s standard protective
order applicable in all proceedings,
during disclosure, discovery, and trial,
though parties have been able to agree

to alternative orders, subject to Board
approval. This has worked well, and the
proposed rules clarify that the
protective order is imposed in all inter
partes proceedings. Parties would
continue to have the flexibility to move
forward under an alternative order by
stipulation or motion approved by the
Board. The proposed rules also codify
practice and precedent that the Board
may treat as not confidential material
which cannot reasonably be considered
confidential, notwithstanding party
designations. See Edwards Lifesciences
Corp. v. VigiLanz Corp., 94 USPQ2d
1399, 1402-03 (TTAB 2010).

Since 2007, several types of consented
motions for extensions and suspensions
have been granted automatically by the
Board’s electronic filing system and the
proposed rules codify this practice,
while retaining the ability of Board
personnel to require that certain
conditions be met prior to approval.
Thus, the practice by which some
consented motions to extend or suspend
are not automatically approved and
would be reviewed and processed by a
Board paralegal or attorney would
continue. In addition, non-dispositive
matters could be acted on by paralegals,
and the proposed rules clarify that
orders on motions under the
designation, “By the Trademark Trial
and Appeal Board,” have the same legal
effect as orders by a panel of three
judges.

To clarify the obligations of the
parties and render the status and
timeline for a case more predictable, the
proposed rules provide that a trial
proceeding is suspended upon filing of
a timely potentially-dispositive motion.

As with the timing of motions relating
to discovery disputes that remain
unresolved by the parties at the close of
discovery, referenced above, motions for
summary judgment also would have to
be filed prior to the deadline for
plaintiff’s pretrial disclosures for the
first testimony period. This would avoid
disruption of trial planning and
preparation through the filing, as late as
on the eve of trial, of motions for
summary judgment.

The existing rule for convening a
pretrial conference because of the
complexity of issues is proposed to be
limited to exercise only by the Board,
upon the Board’s initiative.

Efficient Trial Procedures

For some time now parties have had
the option to stipulate to ACR, which
can be adopted in various forms. A
common approach is for parties to
stipulate that summary judgment cross
motions will substitute for a trial record
and traditional briefs at final hearing

and the Board may resolve any issues of
fact that otherwise might be considered
subject to dispute. Other approaches
adopted by parties utilizing the
efficiencies of the ACR process have
included agreements to limit discovery,
agreements to shorten trial periods or
the time between trial periods,
stipulations to facts or to the
admissibility of documents or other
evidence, and stipulations to proffers of
testimony by declaration or affidavit.
These types of efficiencies would be
codified by specifically providing for
such stipulations and, most
significantly, by allowing a unilateral
option for trial testimony by affidavit or
declaration subject to the right of oral
cross examination by the adverse party
or parties. Parties also would continue
to be able to stipulate to rely on
summary judgment materials as trial
evidence.

The proposed rules would codify two
changes in recent years, effected by case
law and practice, expanding the option
to submit certain documents by notice
of reliance. First, the proposed rules
codify existing law that pleaded
registrations and registrations owned by
any party may be made of record via
notice of reliance by submitting
therewith a current printout of
information from the USPTO electronic
database records showing current status
and title. The rules currently allow for
such printouts to be attached to the
notice of opposition or petition for
cancellation; the proposed change
specifically also allows for such
printouts to be submitted under notice
of reliance. Second, the proposed rules
codify that internet materials also may
be submitted under a notice of reliance,
as provided by Safer, Inc. v. OMS
Investments, Inc., 94 USPQ2d 1031
(TTAB 2010).

To alleviate any uncertainty, the
proposed rules add a subsection to the
requirements for a notice of reliance,
specifically, to require that the notice
indicate generally the relevance of the
evidence and associate it with one or
more issues in the proceeding. In an
effort to curtail motion practice on this
point, the proposed rule explicitly states
any failure of a notice of reliance to
meet this requirement would be
considered a curable procedural defect.
This codifies the holding of FUJIFILM
SonoSite, Inc. v. Sonoscape Co., 111
USPQ2d 1234, 1237 (TTAB 2014).

Under the proposed rule changes, a
party must file any motion to use a
discovery deposition at trial along with
its pretrial disclosures. Also, an adverse
party would be able to move to quash
a notice of testimony deposition if the
witness was not included in the pretrial
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disclosures, and an adverse party would
be able to move to strike testimony
presented by affidavit or declaration if
the witness was not included in the
pretrial disclosure.

Similar to the above-referenced
proposal in regard to taking discovery
from witnesses otherwise located
outside the United States but who may
be present in the United States during
discovery, the proposed rules also
provide that a party will have to inform
adverse parties when it knows a
prospective trial witness otherwise
located outside the United States will be
within the jurisdiction of the United
States during trial.

In response to Cold War Museum Inc.
v. Cold War Air Museum Inc., 586 F.3d
1352, 92 USPQ2d 1626, 1629 (Fed. Cir.
2009), the proposed rules make clear
that while the file history of the subject
application or registration is of record,
statements in affidavits or declarations
in the file are not evidence.

The Board has seen an increase in
testimony deposition transcripts that do
not include a word index, and the
proposed rules would require a word
index for all testimony transcripts. For
ease of review, deposition transcripts
also would have to be submitted in full-
sized format, not condensed with
multiple pages per sheet. More broadly,
the proposed rules would make clear
that it is the parties’ responsibility to
ensure that all exhibits pertaining to an
electronic submission must be clear and
legible.

The proposed rules codify case law
and Board practice under which the
Board may sua sponte grant judgment
for the defendant when the plaintiff has
not submitted evidence, even where the
plaintiff has responded to the Board’s
show cause order for failure to file a
brief but has either not moved to reopen
its trial period or not been successful in
any such motion. Gaylord
Entertainment Co. v. Calvin Gilmore
Productions. Inc., 59 USPQ2d 1369,
1372 (TTAB 2000).

To alleviate confusion and codify case
law, the proposed rules clarify that
evidentiary objections may be set out in
a separate appendix that does not count
against the page limit for a brief and that
briefs exceeding the page limit may not
be considered by the Board. Alcatraz
Media Inc. v. Chesapeake Marine Tours
Inc., 107 USPQ2d 1750, 1753-54 (TTAB
2013) (Appropriate evidentiary
objections may be raised in appendix or
separate paper rather than in text of
brief.), aff’d, 565 F. App’x 900 (Fed. Cir.
2013) (mem.).

Remand Procedures/Appeal Procedures

Certain aspects of ex parte appeals
procedure are clarified in the proposed
amendments. Under the proposed rules,
evidence shall not be submitted after the
filing of the notice of appeal and may
only be added to the record when
attached to a timely request for
reconsideration or via a request for
remand. This is not a change to the
substance of the existing rule, but is
designed to address a recurring error by
applicants during ex parte appeal.

Reply briefs in ex parte appeals would
be limited to 10 pages. To facilitate
consideration and discussion of record
evidence, citation to evidence in all the
briefs for the appeal, by the applicant
and examining attorney, would be to the
documents in the electronic application
record by docket entry date and page
number.

The proposed rules provide that, if
during an inter partes proceeding the
examining attorney believes certain
facts render an applied-for mark
unregistrable, the examining attorney
should formally request remand of the
application to the Trademark Examining
Operation rather than simply notify the
Board.

Other Clarification of Board Practice
and Codification of Case Law

Correlative to electronic filing and
communication, the Board also has
made it possible for parties, examining
attorneys, and members of the Board to
attend hearings remotely through video
conference. The proposed rules codify
that option.

In 2.106(a) and 2.114(a) the proposed
rules codify case law and practice to
make it clear that when no answer has
been filed, all other deadlines are tolled.
If the parties have continued to litigate
after an answer is late-filed, it would
generally be viewed as a waiver of the
technical default.

The proposed rules provide that a
Notice of Opposition to an application
under Trademark Act § 66(a) must
identify the goods and services opposed
and the grounds for opposition on the
ESTTA cover sheet and may not be
amended to expand the opposition to
cover goods or services beyond those
referenced on the ESTTA cover sheet.
These amendments codify the holding
of Hunt Control Systems Inc. v.
Koninklijke Philips Electronics N.V., 98
USPQ2d 1558, 1561-62 (TTAB 2011). In
addition, the rules would clarify that
after the close of the time period for
filing a Notice of Opposition, the notice
may not be amended to add a joint
opposer.

Requirements for filing appeals of
Board decisions are restructured to align

with the rules governing review of
Patent Trial and Appeal Board
decisions. Further, all notices of appeal
to the United States Court of Appeals for
the Federal Circuit must be filed with
the USPTO’s Office of General Counsel
and a copy filed with the Board via
ESTTA. When a party seeks review of a
Board inter partes decision by
commencing a civil action, the proposed
amendments clarify that a notice of such
commencement must be filed with the
Board via ESTTA to avoid premature
termination of the Board proceeding
during pendency of the civil action. The
proposed amendments further require
that both a notice and a copy of the
complaint for review of an ex parte
decision by way of civil action are to be
filed with the USPTQO’s Office of
General Counsel with a copy to be filed
with the Board via ESTTA.

Public Participation

The Board began 2015 looking ahead
to the implementation of changes in the
Federal Rules of Civil Procedure then
scheduled to take effect in December
2015. The Board also looked back on its
multi-year campaign to promote the use
of Accelerated Case Resolution, to
determine lessons learned, and to
identify ways to leverage the benefits of
ACR into all Board trial cases. For these
and other reasons, it became clear that
the timing was right to consider
updating the Board’s rules. On January
29, 2015, the Board held an ESTTA
Users Forum, directed to issues and
matters involving electronic filing. On
February 19, 2015, the Board held a
Stakeholder Roundtable concerning
matters of practice and received
comments and suggestions from various
organizations representing intellectual
property user groups, including inside
counsel, outside counsel, and mark
owners and applicants. That February
roundtable involved discussion of many
of the provisions that are now included
in the proposed rule package. The Board
also engaged in significant stakeholder
outreach throughout 2015, alerting users
in locations across the country about the
issues that they could expect to be
addressed in prospective rulemaking.
Finally, the Board engaged the
Trademark Public Advisory Committee
on process and procedure changes
under consideration, on multiple
occasions during the year. All of these
events have enriched the process
through which the Board has developed
proposed rule changes and served as a
precursor to the continuing discussion
with stakeholders that the Office seeks
through this Notice of Proposed
Rulemaking.
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Discussion of Proposed Rules Changes

The Office proposes to make the
following amendments:

Interferences and Concurrent Use
Proceedings

Preliminary to Interference

The Office proposes to amend § 2.92
to incorporate a nomenclature change
from “Examiner of Trademarks” to
“examining attorney.”

Adding Party to Interference

The Office proposes to amend § 2.98
to incorporate a nomenclature change
from “examiner” to ‘“examining
attorney.”

Application To Register as a Concurrent
User

The Office proposes to amend
§2.99(c) and (d) to change
“notification” to ‘“‘notice of institution”
or “notice,” and to specify that the
notice will be transmitted via email.

The Office proposes to revise
§2.99(d)(1) to remove the service
requirement for applicants for
concurrent use registration and to
specify that the notice of institution will
include a web link or web address for
the concurrent use proceeding.

The Office proposes to amend
§2.99(d)(2) to clarify that an answer to
the notice of institution is not required
by an applicant or registrant whose
application or registration is
acknowledged in the concurrent use
application.

The Office proposes to amend
§2.99(d)(3) to clarify that a user who
does not file an answer when required
is in default, but the burden of
providing entitlement to registration(s)
remains with the concurrent use
applicant(s).

The Office proposes to amend
§ 2.99(f)(3) to incorporate a
nomenclature change from “examiner”
to “examining attorney.”

Opposition
Filing an Opposition

The Office proposes to amend
§2.101(a) and (b) to remove the
opposer’s requirement to serve a copy of
the notice of opposition on applicant.

The Office proposes to amend
§2.101(b)(1) to require that oppositions
be filed through ESTTA. The proposed
amendment continues the existing
unconditional requirement that an
opposition to an application based on
Section 66(a) of the Trademark Act must
be filed through ESTTA, but provides
that an opposition against an
application based on Section 1 or 44 of
the Act may be filed in paper form in

the event that ESTTA is unavailable due
to technical problems or when
extraordinary circumstances are present.
The proposed amendment codifies the
use of electronic filing.

The Office proposes to amend
§2.101(b)(2) to require that a paper
opposition to an application must be
accompanied by a Petition to the
Director under § 2.146(a)(5), with the
required fees and showing, and to add
that timeliness of the submission will be
determined in accordance with §§ 2.195
through 2.198.

The Office proposes to amend
§2.101(c) by moving the content of
paragraph (d)(1) to the end of paragraph
(c)

c).

The Office proposes to amend
§2.101(d) by removing paragraphs (1),
(3), and (4), but retaining the content in
paragraph (d)(2) in an undesignated
paragraph, and providing that an
ESTTA opposition cannot be filed
absent sufficient fees and a paper
opposition accompanied by insufficient
fees may not be instituted, but a
potential opposer may resubmit the
opposition with the required fee if time
remains. The proposed revisions are
intended to simplify the rules pertaining
to insufficient fees.

The Office proposes to amend
§2.101(d)(4) to rename it as §2.101(e)
and clarify that the filing date of an
opposition is the date of electronic
receipt in the Office of the notice of
opposition and required fee and to add
that the filing date for a paper filing,
where permitted, will be determined in
accordance with §§2.195 through 2.198.

Extension of Time for Filing an
Opposition

The Office proposes to amend § 2.102
to omit references to “written” requests
for extensions of time, as it is
unnecessary in view of the requirement
in § 2.191 that all business be conducted
in writing.

The Office proposes to amend
§2.102(a)(1) to require that requests to
extend the time for filing an 